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TRADEMARKS 

A global assessment is necessary in QUICKY case 

On 20 September 2007, the ECJ handed down its decision in 
Société des Produits Nestlé SA v OHIM, Quick restaurants SA 
(Case C-193/06P). 
 
In this case, a trade mark application for the word QUICKY, in 
combination with a rabbit device was filed by Nestlé.  The 
other parties to the proceedings were OHIM and Quick 
Restaurants SA, the party that opposed the trade mark 
application on the basis of its trade marks, QUICKIES and 
QUICK.   
 
The CFI (Case T-75/04) had found that: 
� there was a likelihood of confusion where a composite mark 

with a graphic element had an identical or similar verbal 
element to an earlier word mark.  

� The exception to this rule was that the word element was 
subsidiary to the non-verbal element. If such a similarity was 
recognised between the verbal elements, the supplementary 
graphic elements would be examined in respect of their 
capacity to render a sufficient visual differentiation to 
surmount the similarity founded by the word elements.  In the 
event, the CFI held that the verbal elements were similar and 
the graphics were not dominant enough to overcome the 
effect established by the verbal elements.  

However, the ECJ decided that the CFI had made an error of 
law on the grounds that it failed to assess the mark in its 
entirety, particularly the CFI had not assessed the visual 
similarity of the signs. In other words, the decision of the CFI 
was not regarded as a global assessment because it was only 
based on the consideration of the word elements. The name, the 
graphic elements and verbal elements of the complex mark 
should not have been separated in the court’s assessment since 
the composition was of a particularly distinctive character. The 
ECJ referred to its previous decision in LIMONCHELO (Case 
C-334/05P) which held that it was permissible to make the 
comparison on the basis of the dominant elements only when 
all other components of a complex mark were negligible.  
 
This case may be regarded as a significant decision in the 
assessment of the likelihood of confusion between a complex 

mark and a word mark.  When dealing with the complex marks 
containing both visual and verbal elements, the ECJ considers 
that the marks should be examined in their entirety and a global 
assessment is necessary.  

Defensive trade mark series 

F.M.G. Textiles Srl (“FMG”) is an Italian company specialising 
in marine textiles and accessories. On 24 September 1998, its 
legal predecessor filed an application to register a figurative 
sign accompanied by the word “Bainbridge” as a Community 
Trade Mark. The application was filed for classes 18 (leather, 
hides, trunks, umbrellas etc.) and 25 (clothing, footwear and 
headgear) of the Nice Agreement. After the applications’ 
publication, Il Ponte Finanziaria SpA (“Il Ponte”) opposed the 
registration.  
 
Il Ponte is an Italian manufacturer of leather goods and the 
proprietor of 11 earlier Italian trade marks in classes 18 and 25. 
All of these marks contained the word “bridge”, e.g. “The 
Bridge”, “Old Bridge”, “Footbridge” and “Over The Bridge”. Il 
Ponte alleged that these earlier marks constituted a “family” or 
series of marks and that the word “Bainbridge” infringed this 
series of marks under Article 8(1)(b) of the Trade Mark 
Regulation (Regulation 40/94 of 20 December 1993).  
 
Article 8(1)(b) provides that a trade mark may not be 
registered, on opposition by the proprietor of an earlier trade 
mark, if the mark is identical or similar to the earlier mark and 
the goods/services covered by the trade mark are identical or 
similar such that there is a “likelihood of confusion on the part 
of the public”  which includes “the likelihood of association 
with the earlier trade mark”.  
 
The opposition was successively dismissed by the Opposition 
Division of OHIM, the Fourth Board of Appeal of OHIM and 
the Court of First Instance (“CFI”), inter alia because (i) Il 
Ponte failed to establish use of all its trade marks; and (ii) the 
marks could not be classified as marks ‘in a series’ since no 
proof was furnished that a sufficient number of them had been 
used. 
 
Indeed, the CFI found that: 
1. Il Ponte had only established that two of the marks had 

been put to use.  Therefore, there was no “family of 
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marks” and only the two marks could be taken into 
account. 

2. For a mark to be regarded as being in genuine use, it must 
be objectively present on the market in a manner that is 
effective, consistent over time and stable in terms of the 
configuration of the sign. 

3. The Board of Appeal was entitled to reject “defensive 
registrations” of marks. The taking into account of such 
registrations is not compatible with the system of 
protection of the Community Trade Mark intended by EC 
Regulation 40/94, which requires proof of use as an 
essential precondition for conferring exclusive rights on 
the proprietor of the mark.  

Il Ponte appealed to the European Court of Justice (“ECJ”). 
 
The ECJ concluded that the CFI was right in its finding that the 
defensive registration of trade marks in order to prevent others 
using the mark is inadmissible in light of the Trade Mark 
Registration. This is because the effective function of trade 
mark registrations is to protect marks that will actually be used.  
 
The ECJ also upheld the CFI’s finding that only two of Il 
Ponte’s earlier marks were in fact in genuine use. This was 
insufficient to create a series of marks with which the public 
might associate FMG’s mark. Consumers can only be likely to 
assume that a trade mark containing a common element with a 
series of marks is associated with that series if a sufficient 
number of trade marks to form a family or series are in use and 
the “earlier trade marks which are part of that ‘family’ or 
‘series’ [are] present on the market”.  

ECJ washes away an appeal for washing tablet 

Henkel had applied for a red and white rectangular tablet with 
an oval blue centre as a figurative Community Trade Mark for 
dishwashing preparations and rinsing agents for laundry use in 
1998.  Henkel’s application was rejected by OHIM on the 
grounds that the mark lacked distinctiveness.  Henkel appealed 
to the Court of First Instance (CFI) seeking annulment of the 
OHIM decision, but the CFI dismissed the appeal holding that 
the figurative mark applied for was devoid of any distinctive 
character according to Art 7(b) of the Council Regulation (EC) 
No. 40/94. Henkel then appealed to the ECJ to set aside the 
judgment of the CFI arguing that the CFI erred both in law and 
in fact while assessing the distinctiveness of the mark in 
question, and that the date for considering the application was 
wrong resulting in an unregistrable mark. 
 
On the question of interpretation of law, the ECJ agreed with 
the CFI that an assessment of distinctiveness of any mark must 
look at the overall impression of such mark. While analysing 
the mark in question, the ECJ found that: 
 

� a rectangular shape was too obvious for a shape to be 
registrable;  

� the three colours in the mark were only basic colours which 
could not attract the consumers’ attention and gave no 
distinctive character to the mark applied; and  

� words accompanying marks in general were not significant 
enough to distinguish the mark.  

Therefore, the three-coloured figurative mark did not enable the 
average consumer of such goods to distinguish Henkel products 
from those of competitors, rendering the mark devoid of 
distinctive character. On the question of applying the law to 
facts, the ECJ held that there was no inaccuracy committed by 
the CFI as the CFI had exclusive jurisdiction to make findings 
of fact and to appraise the facts including characteristics of the 
relevant public and consumers’ degree of attention, perception 
or attitude.  
 
In respect of the last argument, Henkel argued that if the CFI 
had considered the application at the date on which it was 
made, the figurative mark would have been registrable, as it 
was the first company to launch the tablet form of the product 
and, at the filing date, consumers did not have the slightest 
difficulty in associating the products with its mark. However, 
the ECJ ruled that distinctiveness would not be affected by the 
number of similar tablets marketed. As such, the appeal was 
dismissed. 

Company name infringes Celine’s trade mark  

Céline SA, a luxury fashion brand, was founded and registered 
in Paris in 1928. In 1948, the company registered “Céline” as a 
French word mark for clothes and shoes, among other things. 
In 1950, Adrien Grynfogel founded “Céline”, a business for 
selling clothing and accessories in the French city of Nancy. 
The business entered the local trade register in 1950 and 
registered as a French limited liability company (Sàrl) in 1992. 
After having discovered Céline Sàrl’s existence in 2003, Céline 
SA initiated a procedure for trademark infringement and unfair 
competition against Céline Sàrl. The Nancy Regional Court 
granted the infringement, ordered Céline Sàrl to discontinue the 
use of the term “Céline”, and ordered Céline Sàrl to change its 
name and pay a sum of EUR 25,000 in damages to Céline SA. 
Céline Sàrl appealed at the Court of Appeal, which decided to 
bring the matter before the ECJ for a preliminary ruling. The 
Court of Appeal’s question was whether Article 5(1) of the 
Trade Marks Directive (89/104/EEC of 21 December 1988) 
must “be interpreted as meaning that the adoption, by a third 
party without authorisation, of a registered word mark, as a 
company, trade or shop name in connection with the marketing 
of identical goods, amounts to use of that mark in the course of 
trade which the proprietor is entitled to stop by reason of his 
exclusive rights”. It is important to keep in mind that in case of 
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Céline Sàrl, only the company is named Céline and no clothing 
branded Céline is sold. 
 
The ECJ left the infringement issue per se under Article 5(1)(a) 
of the directive to the Court of Appeal but added that the use of 
a trade or shop name identical to an earlier mark in connection 
with identical goods constitutes an infringement under Article 
5(1)(a) given that the functions of the mark are affected or are 
liable to be affected. Advocate General Sharpston described the 
guarantee of the origin of the product as the essential function 
of the trade mark. 
 
Applying its Anheuser-Busch judgement the ECJ held that the 
defence under Article 6(1)(a) of the directive allows a third 
party to use its own name and address in a fair way toward the 
legitimate interests of the trade mark proprietor. Furthermore, 
the ECJ held that the “own name” defence applies to natural as 
well as legal persons. On the issue whether third parties may 
use a sign that is identical to a registered word mark as a 
company or trade name, the ECJ held that Article 6(1)(a) can 
only be applied if the third party acts in accordance with honest 
practices in industrial or commercial matters. The honest 
practices are to be assessed on (i) whether the extent of use by a 
third party is understood by a significant part of the relevant 
public as indicating a link between the third party’s goods and 
services and the trade mark proprietor, and (ii) whether the 
third party is aware of the earlier proprietor and the extent to 
which they might profit from the trade mark’s reputation. 

Is your Vogue old enough?  

The Court of First Instance recently handed down its decision 
in Advance Magazine Publishing Inc. v OHIM (Case T-481/04) 
in respect of opposition proceedings for a Community Trade 
Mark. 
 
In this case, the applicant, Advance Magazine Publishing Inc. 
(“Advance”) filed an application for a Community trade mark 
with the Office for Harmonisation in the Internal Market 
(OHIM) on 1 April 1996.  Registration was sought for the word 
mark VOGUE in respect of several classes including 
sunglasses, jewellery, magazines and clothing in class 25. After 
the publication of the application J. Capela & Irmãos Lda 
lodged a notice of opposition against the registration. The 
opposition was based on registration of an earlier Portuguese 
word mark VOGUE PORTUGAL in 9 August 1968 for 
footwear in class 25 and on the Portuguese business name 
VOGUE – SAPATARIA registered on 28 February 1991. The 
applicant requested that the opponent furnish proof that the 
earlier mark had been put to genuine use during the five years 
preceding its application. The opponent was able to provide a 
significant amount of evidence which convinced the Opposition 
Division, who ruled in favour of the opponent. The addition of 
the word ‘Portugal’ was discounted as it was based on old 

Portuguese law which required that goods mention their 
Portuguese origin.  
 
Advance filed an appeal with OHIM against the Opposition 
Division’s decision contesting the decision in its entirety.  
Subsequently, Advance lodged a statement which provided 
grounds for the appeal on the basis of its earlier international 
registration for the word mark VOGUE which also applied in 
Portugal. The registration was for ‘ready-made clothing of all 
kinds and underclothing’ in class 25.  Advance argued that 
since this mark had been registered in 1951, the marks had thus 
co-existed in Portugal for more than 30 years.  However, the 
Second Board of Appeal of OHIM dismissed the appeal, ruling 
that the argument relating to earlier international registration 
covering Portugal was inadmissible as it had not been raised 
before the Opposition Division.   
 
Advance again appealed to the Court of First Instance which 
held that the Opposition Division had erred in ruling that it had 
no discretion as to whether to take into account facts that were 
not pleaded, or evidence that was not submitted, by the parties 
in due time. However, the CFI did not decide on the case on its 
facts, and referred it back to the OHIM Board of Appeal for re-
examination. 
 
It remains to be seen whether the applicant’s earlier 
international registration will entitle the applicant to register the 
Community Trade Mark. 
 

COPYRIGHT, MEDIA & 
ENTERTAINMENT  

Curbing online piracy-rethinking strategy? 

In April 2006, Ms. Jammie Thomas was sued by the Recording 
Industry Association of America for copyright infringement 
after more than 1700 music files were traced to a computer 
used by her.  Ms Thomas was accused of using the peer-to-peer 
file sharing software program Kazaa to download copyrighted 
sound recordings from other Kazaa users and distributing the 
same.  
 
On 4 October 2007, a federal jury in Minnesota found in favour 
of the record companies and ordered Ms Thomas to pay the six 
record companies that sued her $9,250 for each of 24 songs 
they focused on in the case.  The total fine, which is 
approximately £108,000, sends a clear message to those using 
peer-to-peer networks to share copyright protected material. 
 
The legal point of interest in the case is Jury Instruction no. 14. 
which initially provided that “the mere act of making 
copyrighted sound recordings available for electronic 
distribution on a peer-to-peer network, without license from the 
copyright owners, does not violate the copyright owners’ 
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exclusive right of distribution, regardless of whether actual 
distribution has been shown”.  The issue was thus whether 
making a file available over a peer-to-peer network meant 
“distribution” as provided in the US Copyright Act, 1976 (the 
“Act”) and therefore led to copyright infringement.  That is, 
whether it was necessary that a tangible copy actually be 
distributed, or whether simply creating the possibility of that 
distribution was sufficient. 
 
The presiding judge did not deliberate upon this topic before 
amending the Instruction to provide that the act of making 
copyrighted sound recordings available for electronic 
distribution violated the copyright owners’ exclusive copyright.  
Many have criticised the case on this point as they believe that 
such an instruction made it easy for the jury to give a verdict in 
favour of the RIAA.  Indeed, the defendant has appealed on this 
point.   
 
Another issue raised by the case was the changing contours of 
the doctrine of fair use.  At the trial stage, the recording 
industry gave a very broad definition of “stealing” content and 
suggested that even when consumers made a single copy for 
personal use of the music which they had already purchased, it 
could be equated to stealing and thus did not fall under “fair 
use”.  It remains to be seen how such arguments are sustained 
at the appeal stage.  
 
It appears that the RIAA are between a rock and a hard place in 
opposing online piracy.  As they struggle to protect the rights 
of their members, they are seen as being heavy handed and 
disproportionate in their actions.  However, rights holders are 
more keen than ever to educate users that copyright 
infringement is theft and will be treated as such by the courts. 

What price stress? 

This action was brought by Martyn Jones MP against the Mail 
on Sunday, part of the Associated Newspapers Group, for 
alleging that on 10 May 2006 he had sworn at a security guard 
who asked for his Parliamentary pass.  
 
At trial, the jury awarded Mr Jones £5,000 in damages, 
however, 11 months previously Mr Jones’s solicitors had 
approached the newspaper with an offer to settlement if it paid 
£4,999 in damages and published an apology.  The offer was 
made under Part 36 CPR, which is designed to encourage 
parties to accept offers of settlement with costs consequences 
for failing to accept such offers. 
 
Normally if a claimant wins, he would expect to have his 
assessed costs paid by the defendant.  On the ‘standard’ basis 
only about 60% of true legal costs would be awarded as the 
assessment only looks at costs proportionate to the matters in 
issue.  The new CPR 36.14 allows for an award of costs on the 
‘indemnity’ basis, this assessment typically gives higher 

percentage awards.  The rule applies where a claimant obtains 
an award at trial more or “at least as advantageous” as the offer 
to settle made to, but rejected by, the defendant. 
 
Following his victory Mr Jones asked the Court for his costs 
award to be on an indemnity basis on the grounds that he had 
obtained an award £1 more than the Part 36 offer previously 
made to the newspaper. 
 
The Court refused to make the order allowing his claim for 
costs on the standard basis.  It considered that it had to make a 
decision based on what was just on the particular facts before 
it: what was the value of the offer made as compared with the 
award that the jury actually made 11 months later? 
 
Two principle factors emerged: 
� the jury would have made its award taking into account the 

Mr Jones’ stress leading up to the trial.  This stress was not 
present at the time the offer was made.  In that light the 
financial worth of the award was less – the jury when 
accounting for this additional stress had only made an award 
of £1 more than the offer he had made. 

� additionally, many other aspects of this case had been 
brought to light during the 11 months over and above those 
matters for which an apology had been requested, putting Mr 
Jones in further bad light.  His early demand for an apology 
had not therefore extended to these other issues. 

The concern raised by this ruling is that despite Part 36 being 
designed to encourage parties to make tactical offers with a 
view to settlement, any subsequent success in courts will be 
measured against a level of stress and suffering that can only be 
factored in after the Part 36 offer is made as the case 
progresses.  This may influence the levels at which Part 36 
offers are made and of course will be a critical factor in 
accepting or declining the same. 

Commission clears BMG – Sony joint venture 
…again! 

At the beginning of January 2004, Bertelsmann AG and Sony 
notified the European Commission of their intention to create a 
joint venture to which Bertelsmann would contribute the 
worldwide recorded music business of its wholly-owned 
subsidiary Bertelsmann Media Group (BMG), and Sony would 
contribute its worldwide recorded music business, with the 
exception of Japan, operated by Sony Music Entertainment 
(IP/07/272). On 18 July 2004, the Commission provided its 
clearance to the joint venture, however IMPALA, the 
Independent Music Companies Association, appealed to the 
Court of First Instance to annul the decision. On 13 July 2006, 
the CFI allowed the appeal on the ground that essential 
elements of the Commission’s assessment were not adequate.  
Following the annulment, the transaction was re-notified and 
the Commission started a new in-depth investigation in March 
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2007. The assessment was to be carried out under the old 
Merger Regulation 4064/89, applicable to agreements signed 
before 1 May 2004. Thus, the investigation had to consider 
whether the joint venture was likely to produce or increase a 
dominant or collective dominant position in the territory of the 
European Union as it was before 1 May 2004.  In the press 
release that detailed the outcome of the new investigation 
(IP/07/1437), it was stressed that the Commission had 
considered the developments that the market for recorded 
music had experienced since 2004, and had decided to carry out 
its investigation in relation to those years also, with particular 
attention to the impact of digital music exploitation. 
 
The criteria according to which the new assessment was carried 
out were those established by the CFI in the Airtours decision 
(T-342/99). Therefore, the Commission had to look at: 
1. whether there was sufficient transparency in the market to 

spot collusion;  

2. if credible retaliation mechanisms existed for the members 
of the agreement to use in case a party deviated from the 
colluding strategies; and, 

3. whether competitors or consumers were in a position to 
undermine the effects of any such collusion.  

Accordingly, the Commission undertook a large and complex 
econometric analysis, which looked at all net prices, discount 
and wholesale prices for all CD chart albums sold by all major 
companies to all of their customers in the EEA between 2002 
and 2006. The goal of the operation was to detect examples of 
possible collusive behaviour. Together with the assessment of 
the pricing policies, the Commission’s investigation was on the 
lookout for other suspicious activity related to elements such as 
budgets, chart album prices, access to retailers, access to 
airplay, chart rules, release dates and coordination of 
publishing activities. Thus, the Commission accepted the CFI’s 
decision and this time took a more systematic approach to 
analysing the joint venture. Nevertheless, the Commission 
maintained its position and cleared the joint venture on the 
ground that no evidence of coordinated behaviour prior to the 
merger or as a result of it had emerged. It is too early to 
elaborate on the future obstacles that such a joint venture may 
encounter, but this case is further proof that the persistent trend 
in the industry to move towards concentration is unlikely to 
fade away any time soon. 
 

LEGISLATION 

French Senate adopts London Agreement  

The French Senate has approved two draft laws authorising the 
ratification of the European Patent Convention as revised in 
November 2000 (EPC 2000), and the ratification of the October 
2000 London Agreement, respectively.  The Senate approval 
came after the French National Assembly approved the two 

draft laws. Once the ratification instruments are deposited, both 
the EPC 2000 and the London Agreement will come into force 
in France; the EPC 2000 on 13 December 2007, and the 
London Agreement on the first day of the fourth month 
following deposit of instrument of ratification. 

The Enterprise Act 2002 (Disclosure of Information 
for Civil Proceedings etc.) Order 2007 

Section 241A of the Enterprise Act 2000 provides that 
specified information may be disclosed for the purposes of, or 
in connection with, civil proceedings, in accordance with an 
order of the Court. Both the specific information and the 
proceedings must be prescribed by the order, with the 
Enterprise Act 2002 (Disclosure of Information for Civil 
Proceedings etc.) Order 2007 setting out the kind of 
information and the kinds of proceedings for which the 
information prescribed may be disclosed. This includes 
proceedings relating to or arising out of the infringement or 
misuse of intellectual property rights and those relating to or 
arising out of passing off or the misuse of a trade secret. 
 

NEWS 

First sport betting ad aired on TV 

Under the new rules introduced by the Gambling Act, in force 
since 1 September 2007, broadcast advertising of sport betting 
is now allowed. The adverts can be aired around sport events, 
without the 9pm watershed that will still apply to adverts for 
casino gaming. Ladbrokes, one of the leaders in the provision 
of betting and gaming services, was the first to launch its 
campaign. 

Changes in Community TM Opposition Proceedings  

The OHIM has introduced a number of changes to the 
admissibility and the adversarial phases of the opposition 
proceedings. As stated in Communication N. 5/07 of 12 
September 2007, the changes aim to simplify the admissibility 
check process, to increase clarity on how costs are divided 
when an opposition of a Community Trade Mark application is 
withdrawn, and to reduce the administrative burden associated 
with requests for repeated renewals of suspensions. 
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